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REMARKS 

Claims I - 37 are pending in the present application* Claims 38 - 41 have bee:* added, 
and Claims 1, 1 0, 12, 19, 20, 22, 26, 30, and 35 have been amended, leaving Claims 1-41 for 
consideration upon entry of the present Amendment, The Specification has been amejided to 
correct certain typographical errors, as explained in detail below. Support for the amendments 
the claims, as well as the support for its addition to the specification can at least be fo*md in the 
parent applicadon (U.S. Patent Application No. 09/683,1 14, e.g., page 8, lines 20 - 2:i; page 9, 
lines 7 - 10) that was incorporated into the present application by reference. No new matter has 
been introduced by these amendments. Reconsideration and allowance of the claims is 
respectfully requested in view of the above amendments and the following remarks. 

Examin er's Co ns ments 

Clairis 10, 19, 20, 26, 30, and 35 have been amended to address the Examiner's 
comments, to remove unnecessary limitations, and for consistency of language. Ttase 
amendment*; merely further clarify the claims and do no narrow the scope thereof. 

Glaim . Objefttions 

Claim 20 has been amended to remove the extra "and". Reconsideration and withdrawal 
of this rejection is requested 

Claim Rej ections Under 35 U.S.C. § 1 12. Second Paragraph 

Chums 4-7, 12, 23 - 26, 33, and 34 stand rejected under 35 U.S.C. § 111, second 
paragraph- as allegedly being indefirdte for foiling to particularly point out and distinctly claim 
the subject matter which Applicant regards as the invention. la particular, the Office Action 
states thai "less than about" is indef jiite barring a showing in the specification as to what values 
around the endpoint are envisioned to be encompassed by the word "about/ 1 

As is well settled in the casfc law, the term "about" is conventionally usec^in applications. 
Applicants would like to point, for examples, to the references cited by the Examiner in cases 
related to the present case (e.g., car es listed in "Cross Reference to Related C&sra"): U.S. Patent 
No. 5,538,774 claims "about 0.02 mm", " a storage modulus of about 6.9xl0 4 to about L4xl0 7 
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'* ' L t U S M» 5,374,462 *«* »~ N °- 

^ geffl ym,paten<ablcoverU.S.Pa^t N . 584 -592). AppHcan* 

rMpectnaytmvorsetois rejection. d to m K ,bodimeiK, 

^ presolt appUcation — • - ^ r^*i ^ ^ *e 

jtadc resin portion compitsos P 0 '*^ ' ^ 
co^srtngofpo^o.s^ooopo^.and^t.onp 

rtk, foreeoine slyreoe materials), and a data layer o 
comprising at least one of the foregomg tyre ^nfcjaation thereof^ » energy 

_ . , x MeanW hile, in imother embodiment, the meoia co y 
substrate. '.Claim 1) Meantime, ^ 

essentially of poly(arylene etor) and a styrene Mmbinaaoos Rising at least 

where the data layer can be at least partly tea ^ 



energy fit Id 



cuug; "» 

Funaki et al. teacn noppy resistance, am* moisture 
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configuratio a. (Abstract) The styrene polymer can be compounded with other resu r (e.g., 
polyphenyletie ether) that can be compatibilized with the styrene polymer. (Col. 9, lines 1-15) 
(This is behoved to mean that a compatibilizer is used to compound the styrene polymer with the 
other resin.) This film has an "extremely smooth surface" and a thickness of 2 to 5"50 
micrometers. (Col. 5, lines 47 - 50) As is admitted by the Examiner, Funaki et al. -fail to provide 
motivation to form a single phase blend of PAE and a styrene material. 

Ttaugott et al. teach polyphenyiene ether/polystyrene blends and mention some properties 
thereof. However, Traugott et al. do not discuss storage media or properties thereof. They fail to 
discuss or suggest a media design, thickness, composition or features. 

It is first noted, with respect to Plasties Materials" cited by the Examiner, that this 
reference is not dated and does not, therefore, constitute prior art against the present application. 
The book section provided by the Examiner does not include any data to determine -its viability as 
prior art Notwithstanding the fact thai: this reference does not constitute prior art without 
additional information showing that it was a printed document before the priority d&te of the 
present application, this reference merely describes thermoplastics containing phenysene groups 
and describes some of the properties of polyphenylene ether and polystyrene blends: It does not, 
however, teach, mention, or suggest anything in relation to storage media, properties thereof, 
blends useful therefore, etc. 

For aa obviousness rejection to be proper, the Examiner must meet the burdsi of 
establishing a prima facie case of obviousness, i.e., that all elements of the invention are 
disclosed in the prior art; that the prior art relied upon, coupled with knowledge generally 
available in the art at the time of the invention, contain some suggestion or incentive that would 
have motivated the skilled artisan to modify a reference or combined references; ami that the 
proposed modification of the prior art liad a reasonable expectation of success, determined from 
the vantage point of the skilled artisan at the time the invention was make. In re Fine, 5 
U.S.P.Q.2d 1596, 1598 (Fed. Cir. 1988); In Re Wilson, 165 U.S.P.Q. 494, 496 (C.C >\A. 1970); 
Atngen v. Chugai Pharmaceuticals Co., 927 U.S.P.Q.2d, 1016, 1023 (Fed. Cir. 199tt. 
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In the present case, the media has a substrate comprising a single phase blen'i, and 
comprising a thickness of about 0.8 mra to about 2.0 mm or wherein the blend consists 
essentially ofPAE and the styrenic maierial. Funaki et al. teach a magnetic floppy tosk having a 
thickness of 2 to 500 micrometers and discuss the use of a compatibilizer if the with* the type of 
styrene polymer and polyphenylene ether mentioned Traugott et al. fail to remedy I he 
deficiencies of Funaki et al. or to provide motivation to modify Funaki et al. have a thickness as 
claimed in the present application or to have a single phase blend consisting essentially of PAE 
and a styrene material. Additionally, they fail to teach optical media (e.g., as claims in Claim 
38). 

It is further noted that Funaki ei: al., alone and in combination fail to teach or suggest 
dependent claims of the present applicutioa For example, a floppy disk as taught ii; Funaki et 
al., would not have surface features. Additionally, specific PAE atomic weights and' blend 
compositions are claimed that are not in any way taught or suggested. The amounts claimed in 
the dependent claims are not mere opti mization of a cause effective variable. Appl tcants have 
discovered a claim a specific optical media type and substrate composition. None c f the prior art 
of record teach such a media or substrate. As admitted by the Examiner, "Funaki et al. fail[] . . . 
[to] render sufficient motivation to selected such a material from the list of possible- additives to 
the polystyrene substrate". (Office Action May 21, 2003, page 6) There is certainly no 
motivation to choose specific amounts of PAE and styrene material, to choose the molecular 
weights of PAE, and specific amounts of the PAE that has specific molecular weighs. 
Applicants discovered that the particularly claimed properties and amounts of the PiAE, for 
example, en;ibled Applicants to attain desired, unique, media. None of the references of record 
teach or suggest the claimed combination, amounts, or types of materials. The independent 
claims are non-obvious over the references of record, alone and in combination, and the 
dependent claims are further non-obvious over the references of record. 

Claims 2 stands rejected under 35 U.S.C. § 103(a), as allegedly unpatentable over Funaki 
et al. in view of Traugott et al. and plasties Materials", and further in view of Applb cants alleged 
admissions. Applicants respectfully traverse this rejection. 
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1,^,, A disadvantage of 

filmic like. AppUcsnts »«- — « 'T" 
^^^^^^^ 

possible, 

Ckta 21, 29, and 37 stand .+«* ,-dar 35 U.S.C. 1 103(a), as W n*~-* 

to view of U.S. H~ AppUoario.No. 2002/0173597 «o Zantoch e, at, US. P.«e»: No. 
4 85 , 455 to Job at at, .* *. «■* *•* "Vl-o*r -U — *» ^ 

appUcant^lagedadnrissions. ^W-*"-**- 

lU^aefi^.fF^e.^T^a,^^™^^.^^ 
fail to renduT the present claims obvious. 

^faencasuceitwasfflad ate d>c priority dataofthepro^appUcarioa Rag*** 

Loch a. la reriod »po, to taach intr^c viscosity valacs witMn «h- . . 
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fc. no, consti-um a prima toie case of , —ess. Obvious mus, be «» 
to ,oftl«p K ^ap^cat i on.Bo.i^fe^ofd«pr^ap P Uc.«.o>,Z«»..=h«al. 

do not teach or suggest modification to are,* film for floppy disks. 

Job et al at. directed to polymer compositions. The Viscosity reference teaches a 
fonnul. for vi.cosityof.brear polyesters. As wifc several other of the cited seferencer however 
tos , Kfc renc».reno,di K c.«d«o stormed* do no, discus, using, smgteph^^ a 
^masmmgeme^do^^hor^t^mediac^^ns^chan^es, 

and do not remedy to deficiencies of-tbe cited references. 

Obviousness must be established at the time of the invention. It can not be determined in 
hind^bypickmg and choosing infcmauon set forth in various references. There mus.be 
som e motive set forth in to referee, to combine to references as suggested bv to 
Examiner to ariam to present application as claimed There is no, suggestion, rn any of me 

wellasotorcharacuristies. A mere statement ftafi. would have been obvious" orto,.„s 
prtaafacie.ase. The Applicants have discovered a umrpemedia ft* simplifies madra 

Accordingly, reconsideration and wiftdmwa. of to rejections and allowance of <he c1au»s are 
requested. 

N ew Claim s _ . - 

^n* 38 and 39 have been added U> tamer claim to invention. Antecedent has* for 



these 



claims is found in at least the claims as originally filed. 



Itisbelievedthat the foregoing amendments and renaarks fully comply wit. the Office 
Actiona^thatthecla^ 

reco^ide*^ 
case are requested. 
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If there are any additional charges with respect to this Amendment or otherwise, please 
charge them to Deposit Account No. O'?-0862 maintained by Assignee. 



CANTOR COLBURN LLP 
55 Griffin Road South 
Bloomfield, CT 06OO2 
Telephone (460) 286-2929 
Facsimile (860) 286-01 15 



Respectfully submitted, 



CANTOR COLBURN LLP 




Date: 

Customer No.: 
Telephone: 



September 21, 2003 
23413 

(860) 286-2929 





SBP * 3 2003 
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